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Remarks 

Claims 1-21, which were previously withdrawn, are cancelled \rithout prejudice 



Mm 




to present these claims in a separate continuation or divisional application. Claims 23-25 
and 28-29 are canceUed without prejudice to present these claims in a separate 
continuation or divisional application. New claims SI and 32 are addep. Accordingly, 
claims 22^ 26-27 and 30-32 are now pending. 

In the February 9, 2006 Office Action, the Examiner has withdrawn the previous 
rejection of claims 22-29 under 35 U.S.C. § 112, first paragraph for failing to conqjly 

i 

with the written description requirement. The Examiner has also withdrawn the previous 

1 

rejection of claims 22, 23, 25 and 26 under 35 U.S.C. § 1 02(b) as bein^ anticipated by 
WO 89/09806. 1 

In the February 9, 2006 Office Action, claims 22-30 were rejected under 35 
U.S.C. § 1 12 as foiling to conq)ly with the written description requirement. Claims 22-29 
stand rejected under 35 U.S.C. § 103(a) as being unpatentable over Reny, WO 89/09806. 
Clauns 22, 23, 25-27, and 30 stand rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Meyer, U.S. Patent No. 5,118,434, or Maes, U.S. Pdtent No. 5,366,651. 
Claims 22-30 stand rejected under 35 U.S.C. § 103(a) as being unpatentable over Hansen, 
U.S. Patent No. 4,728,452, or Wood, U.S. Patent No. 4,455,248. Claiihs 22, 23 and 25- 
27 stand provisionally rejected under the judicially created doctrine of obviousness-type 
double patenting over claims 1-1 1 of copending Application No. 10/264,041, claims 1-10 
of Application No. 10/347,900, claims 27-50 of Application No. 10/910,497 and claims 
30-33 of Application No. 10/935,982. 

Claim 22 has been amended to recite an embodiment of the present invention 
wherein the oral toxicity of an aqueous fluid containing ethylene glycdl is reduced by 
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adding propylene glycol to the fluid such that the concentration of propjylene glycol in the 

resulting fluid is between about 1 percent by weight to less than 30 percent by weight of 

the total weight of the ethylene glycol fraction and the propylene glycoi fraction in the 

resulting fluid. Support for this amendment may be found in the publi^ed application 

(Publication No, US2002/0171063) at paragraphs 0043, 0058-0068 an4 claim 22. These 

! 
i 

paragraphs describe an embodiment of the invention wherein a second [glycol, such as 

i 

propylene glycol, is added to a fluid containing ethylene glycol to reduce the oral toxicity 

of the fluid. Paragraphs 0058-0068 disclose the results of toxicity tests! for combinations 

j 

of ethylene glycol and propylene glycol within the claimed range. Acdordingly, the 
amendment to claim 22 is fully supported by the application as filed anjd no new matter is 

i 

added. | 

Claims 26 and 27 have been amended to depend from claim 22; 

i 
I 

New claims 3 1 and 32 recite an embodiment of the present invention wherein the 

oral toxicity of an aqueous fluid containing ethylene glycol is reduced by adding glycerol 

1 

to the fluid such that the concentration of glycerol in the resxilting fluidj is between about 

5 percent by weight and about 20 percent by weight of the total weight! of the ethylene 

■t 

glycol fraction and the glycerol fraction in the resulting fluid. Support! for this 

•i 

amendment may be found in the published application at paragraphs 0043, 0080-0083 
and claim 22. These paragraphs describe an embodiment of the invention wherein a 
second glycol, such as glycerol, is added to a fluid containing ethyleni glycol to reduce 
the oral toxicity of the fluid. Paragraphs 0080-0083 disclose the results of toxicity tests 
for combinations of ethylene glycol and glycerol within the claimed raige. Accordingly, 
new claims 3 1 and 32 are ftilly supported by the apphcation as filed and no new matter is 
added. 
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As recited in claims 22, 26-27 and 30 as amended and new claims 31 and 32, the 

present invention is directed to methods of reducing the oral toxicity ol aqueous fluids 

containing ethylene glycol by mixing propylene glycol or glycerol witli the fluid 

containing ethylene glycol. As recited in claims 22, 26-27 and 30 as amended, when 

propylene glycol is used to reduce the oral toxicity of the fluid containing ethylene 

glycol, the propylene glycol is provided in an amount such that the concentration of the 

propylene glycol in the fluid is equal to between about one percent by ^eight and less 

than 30 percent by weight of the sum of the ethylene glycol and the propylene glycol in 

j 

the resulting fluid. 

As recited in new claims 31-32, when glycerol is used to reduce the oral toxicity 
of the fluid containing ethylene glycol, the glycerol is provided in an ainount such that 
the concentration of the glycerol in the fluid is equal to between about iS percent by 
weight and about 20 percent by weight of the sum of the ethylene glycol and the glycerol 
in the resulting fluid. 

As described in the specification at paragraphs 0024-0030, prior to the disclosure 
of the present invention, it had been known only that the addition of a less toxic 
substance to a more toxic substance would result in a mixture that was-reduced in toxicity 
to the extent that the more toxic substance was diluted by the addition of the less toxic 
substance. As set forth in the specification at, inter alia, paragraphs Go!58-0069 and 0080- 

i 

0083, the present inventors unexpectedly discovered that addition of pjopylene glycol or 
glycerol to fluids containing ethylene glycol, such as for example heat jtransfer flmds used 
in automobiles, unexpectedly reduced the oral toxicity of the ethylene glycol based fluids 
far below the levels which would have been predicted based on the to^dicity of each 

! 
I 

substance alone. Ethylene glycol is commonly used in heat transfer flikids containing 
water to reduce the freezing point of the fluid. Ethylene glycol is relatively inexpensive. 

6 ; 

i 
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However, ethylene glycol has an oral toxicity rating that is relatively high. As set forth in 

the specification, addition of as little as one percent by weight of propylene glycol, or as 

little as five percent by weight glycerol, can reduce the oral toxicity of jthe resulting fluid 

to the point where it is considered non-toxic (note that a higher LD50 i4dicates lower oral 

toxicity, i.e. more material must be ingested to cause a toxic effect). 

As set forth in detail above, the claims as amended and new clalims 31-32 are fully 
supported and described in the specification as filed. Accordingly, ^pjlicants 
respectfully request that the rejection under 35 U.S.C. § 1 12 be withdri iwn. 

For at least the reasons presented below for each reference cited by the Examiner, 
claims 22, 26-27 and 30 as amended, and new claims 31 and 32 are paJ entable under 
U.S.C. § 103 over the prior art references cited by the Examiner. Non(j of the references 
cited by the Examiner recognize the problem of oral toxicity of ethylei e glycol based 
heat transfer fluids, much less teach or suggest a solution to this probkm. Moreover, 
although the references cited by Examiner recite generically that ethylene glycol and 
other alkylene glycols may be combined, none of the references cited by the Examiner 
teach or suggest oombming ethylene glycol and propylene glycol in thi 5 ranges recited in 
the claims, which provide unexpectedly reduced oral toxicity. The cit< d references are 
therefore insufBcient to support a rejection under 35 U.S.C. § 103(a). See In re Baird, 16 
F.3d 380, 382 CThe feet that a claimed compound may be encompass* sd by a disclosed 
generic formula does not by itself render that compound obvious."). S ee also In re 
Petering, 301 F.2d 676, 681 (Fed. Cir. 1962)(where the prior art reference contains a 
broad disclosure that encompasses a vast number of compoimds, the n ference will not 
anticipate a narrow species of compounds that may be within the hroa<lly described 
genus). 
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The Rejection Under 35 U,S.C. S 103(a^ Based Upon Renv 

Claims 22-29 stand rejected vmder 35 U.S.C. § 102(b) under R<;ny, WO 89/09806, 
Claims 23-25 and 28-29 have been cancelled. For at least the reasons ;et forth below, 
claims 22, 26-27 and 30 as amended, and new claims 31-32 are patentiible over Reny 
under 35 U.S.C § 103(a). 

Reny describes a heat transfer fluid containing alkylene glycol* , corrosion 
inhibitor additives, phosphoric acid to buffer the pH of the fluid and ui> to 10 percent 
water. At page 3, lines 1-15, Reny describes among the components olf the composition: 
"at least 90 weight percent of an alkylene glycol or a mixture of two o] more alkylene 
glycols". Reny states that the conq)Ound may contain ethylene glycol, propylene glycol, 
glycerol, or *two or more thereof in any proportion." Page 4, lines 5-^ , Thus, Reny 
describes in a general fashion a virtually infinite number of combinatic ns of ethylene 
glycol, propylene glycol and glycerol. Reny goes on to state that the Alkylene glycol is 
preferably propylene glycol or a mixture having at least 30 weight per ;ent propylene 
glycol Page 4, lines 6-10. All of the compositions specifically descri )ed by Reny 
include at least 30 percent by weight propylene glycoL 

Claims 22, 26-27 and 30 recite mixing between about 1 p^cen : to less than 30 

percent propylene glycol with an ethylene glycol based fluid, and claiiis 31-32 recite 

mixing between about 5 percent by weight and about 20 percent by weight glycerol with 

an ethylene glycol based fluid. Reny does not teach or suggest adding propylene glycol 

or glycerol to an ethylene glycol based fluid in the proportions recited in the claims as 

amended. In feet, Reny states that the composition described therein should preferably 

contain at least 30 percent by weight propylene glycol. Therefore, Rea ly provides no 

motivation to combine propylene glycol and ethylene glycol, or glyceiol and ethylene 

glycol, in the proportions recited in the claims as amended, and sugge; its to the contrary 

8 
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that it would be undesirable to make such a combination. Accordingly, the claims as 

amended are not obvious is view of Reny. See In re Baird, 16 F.3d 38 3 383 (Fed. Cir. 

1994)(finding a smaller subset of compounds imobvious in view of a risference disclosing 

a vast number of compounds, particularly where disclosure indicates a preference leading 

away from the claimed compounds); MPEP § 2144.08. 

Reny provides at most a broad, general description of fluids ihz t may contain 
ethylene glycol, propylene glycol and/or glycerol in "in any proportior s." This broad, 
generic description is not sufiBcient to rend^ the specific combinationf i 
claims as amended obvious. See In re Bairdy 16 F.3d 380, 382 CThe 
compound may be encompassed by a disclosed generic formula does cot by itself render 
that conq>ound obvious."). The only specific combination described b / Reny is a fluid 
containing 70 parts ethylene glycol and 30 parts propylene glycol. This combination is 
not covered by the claims as amended. 

At page 6 of the Office Action, the Examiner states that Reny suggests reducing 
the toxicity of an ethylene glycol based fluid by addition of a polyhydiic alcolK)! such as 
glycerol. There is no such teaching or suggestion in Reny, and the Examiner does not 
cite any portion of Reny to support the statement, Reny does not recoj jnize the problem 
of the toxicity of the heat transfer fluids, much less teach or suggest a i ©hition to this 
problem. Moreover, Reny does not describe heat transfer fluids havinj j the specific 
proportions of ethylene glycol, propylene glycol or glycerol recited in 
amended, nor does Reny recognize or suggest that additions of propylene glycol or 
glycerol in the ranges recited will reduce the toxicity of an ethylene glycol based fluid. 

Accordingly, for at least these reasons, the claims 22, 26-27 an 3 30-32 are not 
obvious in view of Reny. 
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The Rejection Under 35 U.S,C- S 103(a^ Based U pon Mever 

Claims 22-30 stand rejected based upon Meyer, U.S. Patent No. 1,1 18,434. 
Claims 23-25 and 28-29 have been cancelled. For at least the reasons se : forth below, 
claims 22, 26-27 and 30 as amended, and new claims 31-32 are patentab e over Meyer 
xmder 35 U.S.C. § 103(a). 

Meyer describes deicing solutions comprising alkylene glycols, \/ater, corrosion 
inhibitors, and one or more polymeric additives. The composition descri bed by Meyer 
includes the polymeric additives to prevent precipitation of materials contained in the 
composition, and precipitation of materials contained in water that may 1 n mixed with the 
composition. Meyer is directed to the problem of precipitates formed in deicing 
solutions. Meyer states that the glycol-based deicing fluids may contaid from 50-99 
percent alkylene glycols. However, Meyer does not describe, teach or siggest combining 
ethylene glycol based fluids with either propylene glycol or glycerol in i ny specific 
proportions, much less in the specific proportions recited in the claims as amended. 
Indeed, while Meyer lists propylene glycol and ethylene glycol among tumerous 
substances that may be used in the deicing compositions described therein, in all of the 
examples provided by Meyer, ethylene glycol is the only alkylene gfycql used. CoL 5, 
line 28-coL 6, line 37. Moreover, Meyer does not even recognize the pioblem of toxicity 
of ethylene glycol based fluids, much less describe, or otherwise teach c r suggest, a 
method to reduce the toxicity of ethylene glycol containing fluids by mixing propylene 
glycol or glycerol with the ethylene glycol based fluid as recited in the claims as 
amended. The general description that compounds may be mbced does' Qot render 
obvious specific formulations that provide unejqpected results. See Inri? Baird, 16 F.3d 



380, 382 ('The feet that a claimed compound may be encompassed by ft disclosed 

generic formula does not by itself render that compound obvious.'O. 

10 
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patentable over 



Claims 22, 26-27 and 30 as amended and new claims 3 1-32 are i 
Meyer under 35 U.S.C §103. Claims 22, 26-27 and 30 recite mixing bjstween about 1 
percent to less than 30 percent propylene glycol to with an ethylene glfcol based fluid, 
and claims 31-32 recite mixing between about 5 percent by weight and about 20 percent 
by weight glycerol with an ethylene glycol based fluid. Meyer does n<i t describe 
combining ethylene glycol with propylene glycol or glycerol in any an? ount to reduce the 
oral toxicity of an ethylene glycol containing fluids and Meyer clearly i loes not describe 
combinations of ethylene glycol with either propylene glycol or glycen )1 in the 
proportions recited in the claims as amended. As demonstrated by the! test results set 
forth in the application at paragraphs 0058-0069 and 0080-0083, the oj al toxicity of 
con^ositions containing ethylene glycol and either propylene glycol oi - glycerol in the 
specific proportions recited in the claims as amended was unexpectedly f reduced to levels 
that render the compositions safe to use. Where, as here, the Applicani ; shows that a 
claimed range achieves unexpected results relative to the prior art, a pi ima fiicie case of 
obviousness is rebutted. In re WoodruflF> 919 R2d 1575, 16 USPQ2d 1.934 (Fed. Cir. 
1990); MPEP § 2144.05. There is no teaching or suggestion in Meyer to use ethylene 
glycol and propylene glycol in any specific proportions, much less in t le proportions 
recited in the amended claims, and there is no teaching or suggestion i \ Meyer of the 
results xmexpectedly achieved by mixing the two in the proportions re< ited in the 
amended claims. 

At pages 7-8 of the Office Action, the Examiner correctly state 5 that Meyer does 

not teach with sufficient specificity a method for reducing the toxicity ^f an ethylene 

glycol based fluid by the addition of a polyhydric alcohol such as projiylene glycol or 

glycerol. The Examiner incorrectly states, however, that it would hav< 1 

one skilled in the art to reduce the oral toxicity of an ethylene glycol b ised fluid because 

11 
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Meyer teaches or suggests reducing the oral toxicity by addition of a diol such as 

propylene glycol. Meyer does not recognize or discuss the problem of reducing the oral 

toxicity of ethylene glycol based fluids, much less describe, teach or sii ggest a method to 

reduce the toxicity of a non-aqueous ethylene glycol based fluid as reci ted in the new and 

amended claims. Moreover, Meyer does not describe, teach or suggest, combining 

ethylene glycol containing fluids with either propylene glycol or glycei ol in any specific 

proportions, much less the specific proportions recited in claims 22, 26 -27 and 30 as 

amended and new claims 31-32, which resulted in a fluid having an uni^xpectedly large 

decrease in oral toxicity. 

For at least the foregoing reasons, claims 22, 26-27 and 30 as a|nended and new 
claims 31-32 are patentable over Meyer under 35 U.S.C. § 103(a). 
The Rejection Under 35 U.S.C. S 103(a) Based Upon Maes 

Claims 22-30 stand rejected under 35 U.S.C. § 103 over Maes ±t. aL, U.S. Patent 
Number 5,366,651. Claims 23-25 and 28-29 have been cancelled. Forjat least the reasons 
set forth below, claims 22, 26-27 and 30 as amended, and new claims : 
patentable over Maes under 35 U.S.C. § 103(a). 

Maes does not describe, teach or suggest a fluid containing anyl ^ 

ethylene glycol with either propylene glycol or glycerol, much less tea ;h or suggest the 

combinations recited in the claims as amended. At col. 3, line 65 to cal. 4, line 68, Maes 

states 'The antifreeze formulations most commonly used include wat«- and water sohxble 

liquid alcohol freezing point depressants such as glycol and glycol eth< ts." In this 

sentence, Maes uses glycol in the singular and glycol ethers in the plui^il. In the sentence 

following, Maes provides a list of "glycol ethers which can be eniployijd." Throughout 

the specification, Maes describes antifreeze formulations containing a '• 

indicating that only a single glycol is used in the formulation. Thus, aes plainly 

12 
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describes the use of a single glycol, and Maes does not teach or suggest any combination 

of glycols, much less the combination and proportions recited in the cliiims. For at least 

this reason, in addition to the reasons set forth in Applicants' August 

to Office Action in this case, applicants' maintain that Maes does not i 

suggest the combination of more than one glycol freezing point depres sant for any 

reason, much less the addition of a second glycol to a fluid containing i Xylene glycol to 

reduce the oral toxicity of the ethylene glycol-containing fluid as recit^ d in the methods 

of the claims as amended. 

Moreover, Maes does not teach or suggest combining ethylene; glycol with 
propylene glycol for any purpose, much less for the purpose of forminj 
heat transfer fluid having reduced oral toxicity. At coL 3, lines 65-69,' 
freezing point depressants suitable for the fluid he describes are "glycc I" and "glycol 
ethers." These are very different diemicals. 

To those skilled in the art, the term "glycol" in the singular md ins ethylene 
glycol, a polyhydric alcohol with direct bonding between the carbon ai oms. For example, 
in the Handbook of Chemistry and Physics. 42™* ed., in the listing of P ^ysical Constants 
of Organic Compounds, the listing for "ethylene glycol" on page 992 iays merely "see 
glycol" with no data listed. The listing for "Glycol" on page 1016 pro /ides data only for 
ethylene glycol. Glycol ethers, on the other hand, consist of hydrocar^n groups bonded 
through an oxygen atonx At col. 3, line 69 through col. 4, line 8, Maejj states, *The 
glycol ethers which can be deployed as major components in the preslmt composition 
include glycols such as ethylene glycol, diethylene glycol, propylene { iycol, and 
dipropylene glycol, and glycol monoethers such as the methyl, ethyl, i ropyl, and butyl 
ethers of ethylene glycol, diethylene glycol, propylene glycol, and dip] opylene glycol." 

The sole mention of propylene glycol by Maes only appears in his list ng of glycol ethers, 

13 \ 
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ie. as propylene glycol ether. Ethylene glycol, the preferred freezing ] •oint depressant in 

Maes, is listed at col. 3, line 67 as "glycol." 

In addition, Maes does not describe, teach or suggest a methocjj I 

toxicity of an ethylene glycol containing fluid by addition of a second 

propylene glycol or glycerol, as recited in the amended claims. Even i FMaes described 

fluids containing combinations of ethylene glycol with either propylen j glycol or 

glycerol, which Maes does not do as discussed above, Maes clearly do 

suggest combining an ethylene glycol based heat transfer fluid in any s pecific proportions 

with propylene glycol or glycerol. A general description that compom ds may be mixed 

does not render obvious specific formulations that provide unexpected resuhs. See In re 

Baird. 16 F.3d 380, 382 (*The fact that a claimed compound may be e icompassed by a 

disclosed generic formula does not by itself render that conipound obv ous."); MPEP 

2144.08. 

As set forth in the specification, the present inventors discover|d that adding a 
second glycol, such as propylene glycol or glycerol, in the specific pre portions recited in 
the claims as amended to an ethylene glycol based heat transfer fluid v oexpectedly 
reduced the toxicity of the resulting fluid below the level that would h ive been predicted 
based on the properties of the individiial fluids. Where, as here, a clai ned range achieves 
unexpected results, the claimed range is patentable over the prior art. n re Woodruff 
919 F.2d 1575 (Fed, Cir. 1990); MPEP § 2144.05. Accordingly, even under the 
Examiner's reading of Maes, which applicants maintain is incorrect, c aims 22, 26-27, 
and 30-32 are nevertheless patentable under 35 U.S.C. § lOS for at lea rt this reason. 

At pages 7-8 of the Office Action, the Examiner correctly state s that Maes does 

not teach with sufficient specificity a method for reducing the toxicity of an ethylene 

glycol based fluid by the addition of a polyhydric alcohol such as proi ylene glycol or 

14 
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been obvious to 



glycerol. The Examiner incorrectly states, however, that it would havi 
one skilled in the art to reduce the oral toxicity of an ethylene glycol blsed fluid because 
Maes teaches or suggests reducing the oral toxicity by addition of a di< 1 such as 
propylene glycol. Maes does not recognize or discuss the problem of i educing the oral 
toxicity of ethylene glycol based fluids, much less describe, teach or si iggest a method to 
reduce the toxicity of a non-aqueous ethylene glycol based fluid as rec 
amended claims. Moreover, Maes does not describe, teach or suggest. 



ethylene glycol containing fluids with a polyhydric alcohol such as pre pylene glycol or 
glycerol in any specific proportions, much less the specific proportion^ recited in the 
amended claims. 

For at least the foregoing reasons, claims 22, 26-27 and 30-32 |re patentable over 
Maes under 35 U.S.C. § 103(a). 

The Rejection Under 35 U.S,C. S 103fa^ Based Upon Hansen 

Claims 22-23 and 25-29 stand rejected under 35 U.S.C. § 103 <|ver Hansen, U.S. 
Patent No. 4,728,452. Claims 23-25 and 28-29 have been cancelled. 1 'or at least the 
reasons set forth below, claims 22, 26-27 and 30 as amended, and new|( 
patentable over Hansen under 35 U.S.C. § 103(a). 

Hansen describes coolant compositions for use in aqueous coo ant systems. Col. 
1, lines 7-10. The compositions include water soluble corrosion inhib: tors to reduce 
corrosion of metal surfeces in the cooling system using aqueous coolai its. Col. 2, lines 
24-57. Hansen states that the corrosion inhibitor composition may be ised in water 
alone, "or water in admixture with freezing point depressing amounts < >f at least one 
alcohol, at least one glycol or a mixture of at least one alcohol and at 1 sast one glycol" in 
a closed aqueous cooling system. CoL 2, lines 40-44. Hansen states tl at "mixtures of 



ted in the new and 
combining 



ethylene glycol and diethylene glycol are particularly prefetred." Col. 

15 



claims 31-32 are 



3, Knes 40-41. 
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Hansen does not describe, teach or suggest adding a second glycol, su( h as propylene 



glycol or glycerol, to an ethylene glycol containing fluid to reduce the 



oral toxicity of the 



fluid as recited in claims as amended. Accordingly, the claims as amended are not 
obvious is view of Hansen. See In re Baird, 16F.3d 380 383 (Fed. Cii. 1994)(finding a 
smaller subset of confounds unobvious in view of a reference disclos ng a vast number 
of compounds, particularly where disclosure indicates a preference lea ling away from the 
claimed compounds). 

Hansen does not describe, teach or suggest combination of an < thylene glycol 
containing fluid with a second glycol, such as propylene glycol, in an> proportions, much 



less in the proportions set forth in claims 22, 26-27 and 30 as amendec 



31-32. The general description that compounds may be mixed does nc t render obvious 



and new claims 



specific formulations that provide unexpected results. See In re Baird, 



16R3d380,382 



('The feet that a claimed compound may be encompassed by a disclos ?d generic formula 
does not by itself render that compound obvious."); MPEP 2144.08. 

Moreover, as demonstrated by the test results set forth in the a|plication at 
paragraphs 0058-0069 and 0080-0083, the addition of propylene glycc 1 or glycerol to 
fluids containing ethylene glycol in the proportions recited in the clain is as amended 
unexpectedly reduced the oral toxicity of the ethylene glycol containir g fluid to levels 
that render the fluid safe. Where, as here, the Applicant shows that a < laimed range 
achieves unexpected results relative to the prior art, a prima facie case of obviousness is 
rebutted. In re Woodruff. 919 F.2d 1575, 16 USPQ2d 1934 (Fed. Cir. 1990); MPEP § 
2144.05. There is no teaching or suggestion in Hansen to combine etl ylene glycol with 
either ijropylene glycol or glycerol in any amount, much less in the pr ^portions recited in 
claims 22, 26-27 and 30-32. 
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3s that Hansen 



recited in claims 



At pages 9-10 of the OfBce Action, the Examiner correctly stat i 
does not teach with sufficient specificity a method for reducing the to?? icity of an ethylene 
glycol based fluid by the addition of a polyhydric alcohol such as prop /lene glycol or 
glycerol. The Examiner incorrectly states, however, that it would hav< been obvious to 
one skilled in the art to reduce the oral toxicity of an ethylene glycol b Lsed fluid because 
Hansen teaches or suggests reducing the oral toxicity by addition of a ( iol such as 
propylene glycol. Hansen does not recognize or discuss the problem oif reducing the oral 
toxicity of ethylene glycol based fluids, much less describe, teach or si iggest a method to 
reduce the toxicity of a non-aqueous ethylene glycol based fluid as rec ted in the new and 
amended claims. Moreover, Hansen does not describe, teach or sugge it, combining 
ethylene glycol containing fluids with a polyhydric alcohol such as pre pylene glycol or 
glycerol in any specific proportions, much less the specific proportions ] 
22, 26-27 and 30-32. 

For at least the foregoing reasons, claims 22, 26-27 and 30-32 |re patentable over 
Hansen under 35 U.S.C. § 103(a). 

The Rejections Under 35 U.S.C. 8 103fal Based Upon Wood 

Claims 22-23 and 25-29 stand rejected under 35 U.S.C. § 103 <|ver Wood, U.S. 
Patent No. 4,455,248. Claims 23-25 and 28-29 have been cancelled, 
reasons set forth below, claims 22, 26-27 and 30 as amended, and newji 
patentable over Wood under 35 U.S.C. § 103(a). 

Wood describes an antifreeze coolant oonqx)sition for use in ac ueovis coolant 

systems and heat transfer services. Col. 3, lines 13-26. The con^siti >ns include water 

sohible corrosion inhibitors to reduce corrosion of metal surfiices in th j cooling system 

using aqueous coolants. Wood states that the corrosion inhibitor comi osition is based 

upon one or more glycols. Col. 2, lines 56-67. Wood lists several gly »ls that may be 
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used in the fonnulation, but Wood does not describe any specific mixt ires of glycols. 

Wood states that ethylene glycol is most preferred, col. 3, lines 1-2, an 1 all of the 

examples provided in Wood use only ethylene glycol. Col. 5, line 9 tqj col. 6, line 54, 

Wood does not describe, teach or suggest combination of an etjjiylene glycol 

containing fluid with a second glycol, such as propylene glycol or gly<|erol, in any 

proportions, much less in the proportions recited in the claims as amer Jed. The general 

description that conqsoxmds may be mixed does not render obvious sp^ cific formulations 

that provide unexpected results. See In re BainL 16 F.3d 380, 382 CTi le fact that a 

claimed compound may be encompassed by a disclosed generic formJ a does not by 

itself render that compound obvious."); MPEP 2144.08. 

Moreover, as demonstrated by the test results set forth in the a^ 

paragraphs 0058-0068 and 0080-0083, the addition of propylene glycdl or glycerol to 

fluids containing ethylene glycol in the proportions recited in the clairi s as amended, 

une;q)ectedly reduced the oral toxicity of the ethylene glycol containiri g fluid to levels 

that raider the fluid safe. Where, as here, the Applicant shows that a <! laimed range 

achieves unexpected results relative to the prior art, a prima facie casei af obviousness is 

rebutted. In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed. CirJ 

2144.05. There is no teaching or suggestion in Wood to combine eth>|[< 

secoiid glycol, such as propylene glycol or glycerol, in any proportioi 

specific proportions recited in claims 22, 26-27 and 30-32. 

At pages 8-9 of the Office Action, the Examiner correctly stat^ that Wood does 

not teach with sufficient specificity a method for reducing the toxicityl of an ethylene 

glycol based fluid by the addition of a polyhydric alcohol such as pro;^ ylene glycol or 

glycerol. The Examiner incorrectly states, however, that it would hav| been obvious to 

one skilled in the art to reduce the oral toxicity of an ethylene glycol b|ised fluid because 
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Wood teaches or suggests reducing the oral toxicity by addition of a di )1 such as 

propylene glycol. Wood does not recognize or discuss the problem of educing the oral 

toxicity of ethylene glycol based fluids, much less describe, teach or si ggest a method to 

reduce the toxicity of a non-aqueous ethylene glycol based fluid as rec ted in the new and 

amended claims. Moreover, Wood does not describe, teach or suggest combining 

ethylene glycol containing fluids with a polyhydric alcohol such as pre pylene glycol or 

glycerol in any specific proportions, much less the specific proportion; recited in the 

claims as amended. 

For at least the fiDregoing reasons, claims 22, 26-27 and 30-32 |re patentable over 
Wood under 35 U.S.C. § 103(a). 
The Double Patenting Rejection 

The Examiner has issued a provisional double patenting rejectij)n citing four 
copending patent applications. Pursuant to MPEP § 804, if this is the |jole remaining 



rejection prior to issuance of any of the copending applications as pate 



Jits, 



this rejection 



he claims of the 



should be withdrawn in this case. While AppUcants do not admit that 
present invention are obvious in view of any one of those copending a (plications, in the 
event that one or more of the copending applications issues as a patent prior to this 
appUcation, Applicants will file a terminal disclaimer to obviate the d( uble patenting 
rejection. 

In view of the foregoing remarks, this application should now 1 « in condition for 
allowance. A notice to this effect is respectfully requested. If the Exa niner believes 
after considering these remarks, that the application is not in conditior for allowance, the 
Examiner is requested to call the Applicant's attorney at the telephone number listed 
below. 
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Because the reasons above are suificient to traverse the rejectk n. Applicants have 

not explored, nor do they now present, other possible reasons for trave "smg such 

rejections. Nonetheless, Applicants expressly reserve the right to do s if appropriate, in 

response to any future Office Action. 

A petition for a two month extension of time and the associates fee is filed 

concurrently herewith. Because July 9, 2006 fell upon a non-businessl lay, AppKcant 

submits that this Response to Office Action is. filed within a timely ma iner. If any 

additional fee is required, or if necessary to cover any deficiency in fe< s previously paid, 

authorization is hereby given to charge our Deposit Account No. 50-3|69. 

Respectfully submitted, 



Date: July 10, 2006 




Eric E. Gro 
Attorney for Applicant 
(Reg. No. 46,741) 



PTO Correspondence Address: 

McCarter & English 
CityPlace I 
185 Asylum Street 
Hartford, CT 06103-3495 
Phone: (860)275-6704 
Fax: (860) 560-5987 
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